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REMARKS 

The present amendment is in response to the Office Action dated December 16, 
2004, where the Examiner has rejected claims 1-35. In response, Applicant amends 
claims 1, 2, 8-9, 11-15, 17, 19-26, 29, 31-35. Reconsideration and allowance of the 
pending claims in view of the amendments and the following remarks are respectfully 
requested. 

A. Rejection under 35 USC 102(e) 

The Examiner rejects independent claims 2, 23, 29, and 25, and various claims 
dependent thereupon, under 35 U.S.C. 102(e) as being anticipated by the Schlager 
Patent No. 6198390. Applicant respectfully traverses the Examiner's rejection. 

To anticipate a claim under 35 U.S.C. sections 102(a), (b), or (e), the reference 
must teach every element of the claim. (See MPEP 2131 .) "A claim is anticipated only 
if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference." (Emphasis added) (Verdeqaal 
Bros, v. Union Oil Co. of California : see also MPEP 2131.) "The identical invention 
must be shown in as complete detail as is contained in the ... claim." (Richardson v. 
Suzuki Motor Co. . 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989); see 
also MPEP 2131). 

Further any claim depending from base claims not anticipated or made obvious 
by the prior art also are not anticipated or made obvious by the prior art since the 
dependent claims comprise all of the elements of the base claims. 

The Schlager patent does not teach each and every element of the independent 
pending claims as amended herein. Thus, Applicant respectfully requests that the 
Examiner issue a notice of allowance for all of the pending claims. 

The Schlager patent. The Schlager patent discloses self-locating remote 
monitoring systems. For a majority of the examples disclosed, a user wears a 
monitoring device in communication with a base station. The base station receives 
information from the remote device to determine appropriate actions, such as sounding 



10A 16Dec20O4 (18Apr2005 - KC) UTL 00012 US.doc 



-13- 



Application No.: 09/881,532 



alarms (See for example, Col. 7, lines 5-10.) Even in the man-overboard system cited 
by the Examiner (Col 12, lines 18-20) the status of the remote device is controlled or 
otherwise monitored by a base station 318. Applicant asserts that the most relevant 
example of Schlager is disclosed in columns 14-15 with reference to Figure 16. 

FIG. 16 shows geographical regions and boundaries that are stored in the 
storage circuits 410, and serve as one input to the comparitor 412 (FIG. 13). The 
comparitor 412 also receives the location output 432 from the navigational receiver 406. 
The comparitor 412 compares the location of the remote unit 402 with the defined 
geographical region and defines a relationship between the location and the defined 
region which is expressed as a positional status. For the first example, the location is 
"within a defined geographical region" or "outside the defined geographical region." The 
comparitor 412 defines a positional status that "the location of the remote unit relative 
to the defined region is acceptable" or "the location of the remote unit relative to the 
defined region is not acceptable." This positional status is then transmitted to the base 
station 404 and will or will not result in activation of an alarm 430. 

For a next example, three successive locations 498, 500 and 502 are an 
"acceptable", a "warning" or a "prohibited" subregion. The comparitor 412 determines 
that the location 498 is acceptable and will taken no further action or determines that 
the location 500 is within the warning subregion 484 and will activate the remote unit 
alarm 416 to warn the person whose movements are being monitored that he has 
entered a warning zone, or determines that the remote unit has entered a prohibited 
zone and will activate the mild electric shock circuit 418 which makes contact with the 
skin of the monitored person through the electrical contacts 420, 422. 

In another embodiment, no enforcement or warning are given by the remote unit 
402. Instead, as when used to monitor the movements of children or elderly patients, 
the positional status is transmitted to the base station 404. There it is compared with a 
stored predetermined positional status and used to set an alarm 430 if the positional 
status is not acceptable. The predetermined positional status is stored in storage 
circuits 428 and the comparison is made by the comparitor 426. 
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In contrast to the Schlager patent, the Applicants claimed device and systems 
allow the user to program the locations and the responses. In a monitoring system 
such as that disclosed by Schlager, the monitoring party, e.g., the base station 
maintains control of the target locations and responses. 

Applicant's Amended Independent Claims are not anticipated bv the Schlager 
patent. Applicant has amended independent claims 1, 2, 23, 24, 29, 34 and 35 to 
comprises, among other things, an input for the user of the wireless device to input the 
target, the target response, and the target range. The Schlager patent does not teach 
or suggest user control these elements. As disclosed by Applicant in paragraph [0008], 
the user defined targets and responses provides a personal reminder system for the 
user. Hopefully, a user would not apply an electric shock to him or herself as a 
reminder to pick up a loaf of bread at a grocery store! Schlager, on the other hand, 
provides a device that must control or must monitor a user. The responses as 
described above are "acceptable", "warning" or "prohibited" which is preprogrammed 
into the device by the monitoring party, whereas Applicant claims a user-controlled 
inputted target and target response. 

Specifically, claim 1 claims, inter alia, "a user input device for inputting the at 
least one target message", which is neither taught nor suggested by Schlager. 
Independent claim 2 claims, " a user input device for inputting the at least one target 
location and the at least one target response." The remaining independent claims 
similarly claim this element. Thus, since Schlager does not teach and suggest each 
and every element of the Independent claims, Applicant asserts that all of the claims 
are patentable over Schlager. Applicant respectfully requests that the Examiner issue a 
notice of allowance for the claims. 

B. Rejection under 35 USC 103(a) 

The Examiner rejects the remaining Independent claims 1 , 24, and 34, and 
various dependent claims under 35 USC 103(a) as undpatentable under Schlager or 
under Schlager in view of Weber. However, as discussed above, the Applicant claims 
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devices, systems and methods that provide a user with control of the target, target 
range, and target response. 

The Examiner admits that "Schlager does not exactly teach a system for 
providing location-based messaging, which includes a target message" and asserts that 
having an audible alarm is the same purpose of providing a text message. (See page 5 
of Office Action.) Applicant respectfully traverses this statement that is obvious of 
ordinary skill in the art to have any kind of notification because the type of notification 
claimed by Applicant is not limited to an alarm as contemplated by Schlager. Applicant 
provides a user the option of inputting a test message that is specific to the target (as 
opposed to a warning that the target is near), example, "pick of a loaf of bread". 

Regarding claims 15-19, (See page 8 of Office Action), Weber discloses alerting 
a user if the user is approaching a predetermined protected area. However, as pointed 
out by Weber, in Col. 1 , lines 27-29, "the protection of a predetermined area should not 
depend on the user's will, e.g., on a user's input of information to the mobile terminal." 
Thus, Weber teaches away from Applicant's claimed invention. 

Applicant asserts that Schlager alone or in combination with Wever does not 
teach or suggest Applicant's claimed invention, and Applicant respectfully asserts that 
the pending claims are patentable over the cited art. 
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C. Conclusion 

Applicant respectfully requests that the Examiner issue a notice of allowance for 
the pending claims. Should the Examiner require further information, he is invited to 
contact the Applicant's representative at the number listed below. 



KYOCERA WIRELESS CORP. 
Attn: Intellectual Property Department 
P.O. Box 928289 

San Diego, California 92192-8289 
Direct Dial: (858)882-2169 
Direct Fax: (858) 882-2485 



Respectfully Submitted, 



Dated: 



April 18. 2005 




Kdtfileen L. Cflnriell 
Attorney for Applicant 
Registration No. 45,344 
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AMENDMENTS TO THE DRAWINGS: 

The attached annotated sheet of drawings shows changes to Figure 6. Specifically, 
Applicant adds "yes" and "no" to the outputs of the decision blocks 480 and 510 as 
supported in paragraph [0039] of the specification (see U.S. Publ. 2002/01931500). 
Also, submitted herewith are three (3) sheets of formal drawings which incorporates the 
above described changes to Figure 6. 
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